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DETAILED ACTION 

1 . Claims 1-28 are pending for the examination. 

Election/Restriction 

2. Claims 1-10, 16-18, 20, 22-25 and 27-28 stand withdrawn without traverse. 
Claims 1-10, 16-18, 20, 22-25 and 27-28 are withdrawn from further consideration 

pursuant to 37 CFR 1.142(b) as being drawn to a nonelected species and class as explained 
before. Election was made without traverse in Paper dated 8-8-05. 
NOTE: The Applicants are urged to cancel all non-elected claims . 

Specification 

3. The disclosure is objected for following reasons. 

The title of the invention is neither precise nor descriptive. A new title is required which 
should include, using twenty words or fewer, claimed features that differentiate the invention 
from the Prior Art. It is recommended that the title should reflect the gist of or the improvement 
of the present invention. 

Correction is required. 

Claim Rejections - 35 U.S.C. § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this 
title. 

Claim 26 rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. 

The claim 26 is drawn to a "program"/?^ se as recited and as such is non-statutory 
subject matter. See MPEP § 2106.IV.B.l.a. data structures not claimed as embodied in computer 
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readable medium are descriptive material per se and are not statutory because they are not 
capable of causing functional change in the computer. See, e.g., Warmerdam, 33 F.3d at 1361, 
31 USPQ2d at 1760 (claim structure per se held nonstatutory). Such claimed data structures do 
not define any structural and functional interrelationship between that data structure and other 
claimed aspects of the invention, which permit the data structure's functionality to be realized, in 
contrast, a claimed computer readable medium encoded with a data structure defines structural 
and functional interrelationship between the data structure and the computer software and 
hardware components which permit the data structure's functionality to be realized, and is thus 
statutory. Similarly, computer programs claimed as computer listings per se, i.e., the descriptions 
or expressions of programs are not physical "things", they are neither computer components nor 
statuary processes, as they are not "acts" being performed. Such claimed computer programs do 
not define any structural and functional interrelationships between the computer program and 
other claimed elements of a computer, which permit the computer program's functionality to be 
realized. 

Claim 26 is also directed to neither a "process" nor a "machine", but rather embraces or 
overlaps two different statutory classes of invention set forth in 35 U.S.C. 101 which is drafted 
so as to set forth the statutory classes of invention in the alternative only. Id. at 1551. 

Claim Objections 

5. Claim 26 is objected for following reasons. 

Claim 26 objected to under 37 CFR 1.75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. The claim 26 is directed to a program which at the end claims an 
apparatus of claim 1, making it a hybrid claim. 



Corrections are required. 

Claim Rejections - 35 U.S.C. § 112 
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6. The specification shall conclude with one or more claims particularly pointing out and distinctly claiming 
the subject matter which the applicant regards as his invention. 

Claim 26 is rejected under 35 U.S.C. § 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 26 is confusing and unclear. A single claim which claims both an apparatus and 
the method steps [program steps] of using the apparatus is indefinite under 35 U.S.C. 112, 
second paragraph. In Ex parte Lyell, 17 USPQ2d 1548. 

Claim Rejections - 35 U.S.C. § 103 

7. The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 11-12, 15, 19 and 21 are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Nishikawa, J.P.O. publication 08-124300 (hereafter Nishikawa) in view of Foland et al., 
US. patent 6,005,731 (hereafter Foland). 

As to claim 11, Nishikawa discloses the invention [A data reproduction apparatus] as 
claimed [see Figs. 1-2], including a reproduction means, a clock count means, a window 
generation means and a synchronization signal detection means comprising: 

[a] reproduction means [fig. 2, unit 10] of reproducing data recorded in the recording 
medium; 

[a] clock count means [fig. 2, unit 23] of counting clocks based on the data reproduced 
from said recording medium; 

[a] window generation means [fig. 2, unit 20] of estimating the position of a 
synchronization signal in said reproduced data based on the count value of said clocks and 
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generating a synchronization detection window signal having a predetermined width including 
the estimated position; 

[a] synchronization signal detection means [fig. 2, unit 18] of detecting the 
synchronization signal from the data reproduced from said recording medium by searching 
within said synchronization detection window [paragraph 27-30, EXAMPLE]. 

Masahiko discloses all of the above elements, including a window generation means 
which correct the window width based on the error [clock malfunction; paragraph 13]. Masahiko 
does not specifically disclose the type of defects causing this error and details normally 
associated with these kind of defects such as defect detection means. 

However, it is well known in the art that almost all errors are associated with some kind 
of hardware and/or software errors and diction and correction of this is necessary for proper 
operation the system. 

Also Foland clearly discloses: 

defect detection means [a defect scan filter, fig. fig. 7, unit D70] [of] for detecting a 
defect on said recording medium based on the data reproduced from said recording medium; 
wherein said window generation means changes the width of said synchronization detection 
window signal at least for a period of time during which said defect is detected [col. 10, lines 50- 
65]. 

Both Nishikawa and Foland are interested in recording and reproducing adapt from a 
storage medium, both are detecting synchronization signal. 

One of ordinary skill in the art at the time of invention would have realized that the 
system of Nishikawa would have been sensitive errors that are produced due to various causes 
and this may cause system failures and it would have been useful to monitor the errors due to 
defects and correct them. 

Therefore, it would have been obvious to have used a defect detection means in the 
system of Nishikawa as taught by Foland because one would be motivated to reduce noise in the 
system of Nishikawa by estimating the bit error rate of the storage system, predict defects in 
order to prevent system failures and thus avoid using expensive measuring equipment thus 
saving money and increase reliability of the system [col. 5, lines 4-16; Foland]. 
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9. The aforementioned claim 12, recites the following elements, inter alia, disclosed in 
Foland: 

said defect detection means determines the type and/or size [col. 10, line 53] of said 
defect and said window generation means changes the quantity of a change in the width of said 
synchronization detection window signal according to said determined type and/or size of said 
defect [col. 10, lines 50-65]. 

10. The aforementioned claim 15, recites the following elements, inter alia, disclosed in 
Foland: 

said synchronization signal detection means changes said criteria for detecting said 
synchronization signal according to the detection of said defect [col. 10, lines 50-65]. 
NOTE: Different type of defects inherently require different criteria of detection and Foland does 
detect different types of defects. 

11. The aforementioned claim 19, recites the following elements, inter alia, disclosed in 
Nishikawa: 

said window generation means comprises a rewritable register [fig. 2, unit 23] and 
changes the width of said synchronization detection window signal by a width set in said register 
[paragraph 27-30, EXAMPLE]. 

12. The aforementioned claim 21, recites the following elements, inter alia, disclosed in 
Masahiko: 

said defect detection means analyzes the envelope of an RF signal [signal 35] read from 
said storage medium to detect said defect [paragraph 27-30, EXAMPLE]. 

13. A search based on the best understanding of the claims has been made to find the most 
pertinent art, but no statement about invention will be appropriate at this time regarding the 
allowableness of claims 26 and no art rejection will be made in this office action regarding the 
claims 26, due to the speculation required to interpret the claims because of their indefiniteness 
under 35 U.S.C. 1 12, 1st and 2nd paragraphs as noted above (see In re Steele, 134 USPQ 292). 



Application/Control Number: 09/980,202 



Art Unit: 2655 



Page 7 



Allowable Subject Matter 

14. Claims 13-14 are objected as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

NOTE: Claims 13-14 are allowable over the prior art of record since the cited references taken 
individually or in combination fails to particularly disclose a data reproduction apparatus which 
includes a window generation means to change window width of sync window " for a 
predetermined period of time after the detection of said defect ends ". It is noted that the closest 
prior art, Nishikawa shows a similar apparatus which has window and sync signals. However 
Nishikawa fails to disclose a time delay after detection of defect ends as criteria as claimed. 

Other prior art cited 

1 5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

a. Gosc et al. (US. Patent 5,274,676) "Multi-standard synchronizing 

b. Clay et al. (US. patent 4,791,622) "Optical data format 

c. Malone (US. patent 6,181 ,497) "System and method " 

Contact Information 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gautam R. Patel whose telephone number is 571-272-7625. The 
examiner can normally be reached on Monday through Thursday from 7:30 to 6. 

The appropriate fax number for the organization (Group 2650) where this application or 
proceeding is assigned is 703-872-9306. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Wayne Young can be reached on (571) 272-7582. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Electronic Business Center whose telephone number is 866-217-9197 or the 
USPTO contact Center telephone number is (800) PTO-9199. 




Gautam R. Patel 
Primary Examiner 
Group Art Unit 2655 

September 10, 2005 



